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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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Disposition of Claims 

4) ^3 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^] Claim(s) 7-76 is/are rejected. 

7) D Claim(s) is/are objected to. 
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Art Unit: 2644 

DETAILED ACTION 
Claim Objections 

1 . Claim 4 is objected to because of the following informalities: On page 31 , line 1 7 
of the application "... and records the recording data recorded in said internal memory, 
in the mounted external memory when...." there is an unnecessary comma between the 
word "memory" and the word "in". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. The limitation "... when the external memory is removed and mounted during 
recording...." is unclear as to how an external memory is both to be removed and 
mounted at the same time, or sequentially. The office interprets this phrase to "... 
removed or mounted...." 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



Application/Control Number: 09/910,849 
Art Unit: 2644 



Page 3 



(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claims 1, 2, 5, and 8 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Tanaka et al., U.S. Patent No. 6,446,177 (hereinafter Tanaka). 

6. Regarding claim 1 , see Tanaka, 

A digital recording and reproducing apparatus which is capable of having a removable external memory 
mounted therein, for performing recording of recording data in the external memory and reproduction 
based on the recording data recorded in the external memory, the digital recording and reproducing 
apparatus comprising: 

an identification data-generating block for generating identification data for identifying the external 
memory individually; (Col. 8, lines 21-29) 

an internal memory in which the identification data can be recorded; and (Col. 2, lines 66-67). 

a control block for recording the identification data in the external memory and said internal 
memory, and carrying out identification data determination processing for determining, when mounting of 
the external memory is detected, whether or not the identification data recorded in the external memory 
and the identification data recorded in said internal memory are identical to each other. (Col. 2, line 55 
- Col. 3, line 2). 

Tanaka teaches these features. 

7. Regarding claim 2, the further limitation of claim 1 , see Tanaka, 

. . . wherein said control block records the identification data in both of the external memory and said 
internal memory before the recording data is recorded in the external memory. (Col. 7, lines 1 8-23). 

Tanaka teaches this feature. 
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8. Regarding claim 5, the further limitation of claim 1 , see the preceding argument 
with respect to claim 1 . Tanaka teaches that the identification data-generating block 
generates random numerical data. 

9. Regarding claim 8, the further limitation of claim 2, see the preceding argument 
with respect to claims 2 and 5. Tanaka teaches the features of claims 2 and 5. 



Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 3, 4, 9, and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanaka as applied to claim 2 above, and further in view of Kubo, U.S. 
Patent No. 6,631,427. 

12. Regarding claim 3, the further limitation of claim 2, see Tanaka, 

. . . wherein said control block carries out the identification data determination processing when the 
external memory is removed and mounted during recording of the recording data in the external memory, 

said control block continuing to record the recording data in the mounted external memory when 
the identification data recorded in the external memory and the identification data recorded in said internal 
memory are identical to each other, and 

carrying out predetermined error-handling processing when the identification data recorded in the 
external memory and the identification data recorded in said internal memory are different from each 
other, (Col. 2, line 63 - Col. 3, line 2). 

Tanaka teaches the predetermined error-handling in a memory system. Tanaka 
teaches that the identification data is compared to determine whether or not the data 



can be used. Tanaka does not teach the step of recording the data to the memory 
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system. Kubo teaches the recording of digital data to a memory device (Col. 1 , lines 
41-53). Kubo teaches that the discriminating means decide whether or not recording 
can be done on the memory. It would have been obvious for one of ordinary skill in the 
art to combine the teachings of Tanaka and Kubo for the purpose of creating a 
protected removable data system. 

1 3. Regarding claim 4, the further limitation of claim 2, 

. . . wherein said control block causes the recording data to be recorded in said internal memory when the 
external memory is removed during recording of the recording data in the external memory, carries out 
the identification data determination processing when the external memory is mounted, and records the 
recording data recorded in said internal memory, in the mounted external memory when the identification 
data recorded in the external memory and the identification data recorded in said internal memory are 
identical to each other. 

Tanaka teaches the features of claim 2, and teaches the identification data 
determination processing when the external memory is mounted. Tanaka does not 
teach the recording of data to an internal memory. Kubo teaches that the recording 
process records to the internal memory when the external memory is removed during 
recording (Col. 1 , lines 32-38 and lines 49-53). Kubo teaches that the recorded data in 
the internal memory is recorded to the external memory (Col. 6, lines 40-45). 

14. Regarding claim 9, the further limitation of claim 3, see the preceding argument 
with respect to claims 3 and 5. The combination of Tanaka and Kubo teach these 
features. 

15. Regarding claim 10, the further limitation of claim 4, see the preceding argument 
with respect to claims 4 and 5. The combination of Tanaka and Kubo teach these 
features. 
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16. Claims 6, 7, 11, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanaka as applied to claims 1 and 5 above, and further in view of 
Pawlowski et al. f U.S. Patent No. 6,038,199 (hereinafter Pawlowski). 

1 7. Regarding claim 6, the further limitation of claim 1 , 

... wherein the recording data is sound data, and wherein the digital recording and reproducing apparatus 
includes a sound signal input block for inputting an analog sound signal, a sound data generation block 
for generating the sound data by converting the analog sound signal to digital data and compressing the 
digital data, a sound signal generation block for decompressing the sound data recorded in the external 
memory to generate the digital data and converting the digital data to the analog sound signal, and an 
amplifier circuit for amplifying the converted analog sound signal to output the amplified sound signal. 

Tanaka teaches the features of claim 1 , however Tanaka does not teach the sound 
processing blocks as described by these limitations. Pawlowski teaches a portable 
digital audio recorder. The device has the sound signal input block (Fig. 3, unit 56), the 
sound data generation block, and the sound signal generation block (Fig. 3, units 52 
and 54) for outputting an amplified signal (Fig. 3, unit 58) from an external memory (Fig. 
3, unit 64). It would have been obvious for one of ordinary skill in the art to combine the 
teachings of Tanaka and Pawlowski for the purpose of creating protected audio works. 

18. Regarding claim 7, the further limitation of claim 5, see the preceding argument 
with respect to claim 6. Tanaka teaches the features of claim 5, and therefore the 
combination of Tanaka and Pawlowski teach the features of claim 7. 

19. Regarding claim 1 1 , the further limitation of claim 2, see the preceding argument 
with respect to claims 2 and 6. The combination of Tanaka and Pawlowski teach these 
features. 
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20. Regarding claim 14, the further limitation of claim 8, see the preceding argument 
with respect to claims 6 and 8. The combination of Tanaka and Pawlowski teach these 
features. 

21. Claims 12, 13, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Tanaka and Kubo as applied to claim 3 above, 
and further in view of Pawlowski. 

22. Regarding claim 12, the further limitation of claim 3, see the preceding argument 
with respect to claims 3 and 6. The combination of Tanaka and Kubo teach the features 
of claim 3, however they do not teach the sound processing blocks as described by 
these limitations. Pawlowski teaches a portable digital audio device with these features. 
It would have been obvious for one of ordinary skill in the art to combine the teachings 
of Pawlowski with the combination of Tanaka and Kubo for the purpose of creating 
protected audio works. 

23. Regarding claim 13, the further limitation of claim 4, see the preceding argument 
with respect to claims 4 and 6. The combination of Tanaka, Kubo, and Pawlowski teach 
these features. 

24. Regarding claim 15, the further limitation of claim 9, see the preceding argument 
with respect to claims 6 and 9. The combination of Tanaka, Kubo, and Pawlowski teach 
these features. 

25. Regarding claim 16, the further limitation of claim 10, see the preceding 
argument with respect to claims 6 and 10. The combination of Tanaka, Kubo, and 
Pawlowski teach these features. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel R. Sellers whose telephone number is 703-605- 
4300. The examiner can normally be reached Monday to Friday from 9am to 6:30pm 
with every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sinh Tran can be reached on 703-305-4040. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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